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REAL PARTY IN INTEREST 

Ultradent Products, Inc. is the real party in interest, as evidenced by the Assignment 
recorded at Reel 01 1296, Frames 0368 - 0372. 

RELATED APPEALS AND INTERFERENCES 

None. 

STATUS OF CLAIMS 
Pending claims: 41, 42 and 44-87. 
Rejected claims: 41, 42 and 44-87. 
Allowed claims: none. 
Appealed claims: 41, 42 and 44-87. 

STATUS OF AMENDMENTS 

None filed after Final Rejection. 

SUMMARY OF THE CLAIMED SUBJECT MATTER 

Claim 41 describes a dental bleaching composition for whitening and desensitizing a 
person's teeth. Apphcation, p. 5, 11. 1-5. The bleaching composition comprises a dental 
bleaching agent, potassium nitrate in a range of about 0.01% to about 2% by weight of the dental 
bleaching composition, and a carrier into which the dental bleaching agent and potassium nitrate 
are dispersed. Id, at p. 5, 11. 5-7, 11-12; p. 8, 11. 18-19. The dental bleaching agent is included in 
an amount so as to effect bleaching of a person's teeth. Id, at p. 10, 11. 4-7. Peroxides used to 
bleach teeth are known to cause irritation and tooth sensitivity for some people. Id. at p. 8, 11. 1 1- 

12. Including potassium nitrate in an amount within the narrowly tailored range of about 0.01- 
2% has been shown, by comparative testing, to unexpectedly provide superior desensitization 
than bleaching compositions that include a greater amount of potassium nitrate. Id, at p. 8, 11. 12- 

13, 18-22; p. 9, 11. 7-13; p. 27, 1. 11 - p. 29, 1. 8; Fischer Declaration (Evidence Appendix), Tlf 
11-17. The fact that including less potassium nitrate, a desensitizing agent, in a dental bleaching 
composition that also includes a tooth bleaching agent has been found to provide superior 
desensitization than including more potassium nitrate is counterintuitive, surprising and 
unexpected. See Application, p. 8, 11. 20-22; p. 10, 11. 10-13; p. 12, 11. 7-11. 
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Claim 59 is similar to claim 41, but recites a narrower concentration range for potassium 
nitrate of about 0.05% to about 1% by weight of the dental bleaching composition (Le,, the 
"more preferred" range). Id, at p. 8, 11. 19-20; p. 13, 11. 9-10. The narrower concentration range 
of claim 59 more closely centers around the most preferred concentration of about 0.5% 
potassium nitrate than the range of claim 41 . See id at p. 26, 1. 12 - p. 27, 1. 9 (Example 2 is the 
most preferred composition and contains 0.5% potassium nitrate). 

Claim 65 is similar to claims 41 and 59, but recites the most preferred concentration of 
potassium nitrate of about 0.5% by weight of the dental bleaching composition. Id. at p. 26, 1. 12 
-p. 27, 1. 9; p. 33,11. 16-17. 

Claims 72, 77 and 81 each recite a method of bleaching and desensitizing a person's teeth 
using dental bleaching compositions having amoxmts of potassium nitrate that vary in the same 
manner as in claims 41, 59 and 65, respectively. See id, at p. 6, 11. 3-12; p. 23, 11. 3-12; p. 24, 11. 
17-24. 

Claim 86 is similar to claim 41, but further limits the carrier as including a solvent 
together with a tackifying agent. Id, at p. 16, 11. 8-16; p. 18, 11. 8-18. Providing a carrier that 
includes a solvent together with a tackifying agent yields a sticky gel, which provides superior 
adhesion of the dental bleaching composition to a person's teeth. Id. at p. 15, 1. 12; p. 16, 11. 8-9. 
GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

1. Claims 41, 42 and 44-87 stand rejected under the judicially created doctrine of 
obviousness-type double patenting as being obvious over claims 1-8, 10, 11, and 13-26 of U.S. 
Patent No. 6,309,625 to Jensen et al. ("Jensen '625"). Office Action dated August 23, 005, p. 2; 
Office Action dated April 5, 2005, pp. 3-4. Because insufficient details of this rejection are 
contained in the August 23, 2005 Office Action, reference is made to the April 5, 2005 Office 
Action to better imderstand the actual groimds for the obviousness-type double patent rejection 
vis-a-vis Jensen '625. The April 5, 2005 Office Action first reviewed the similarity of the 
components recited in the claims of the present application and the disclosure of Jensen '625. 
Id, The April 5, 2005 Office Action also alleged that the range of potassium nitrate disclosed in 
Jensen '625 (z.e., about 0.1-50%) encompasses the narrow ranges recited in the claims of the 
present application (i.e., about 0.01-2%, about 0.05-1%, and about 0.5%). Id, at p. 4. The April 
5, 2005 Office Action acknowledged that comparative data presented by Appellants 
demonstrates unexpected results when including potassium nitrate in a range of about 0.01-2%. 
Id. (comparative data "suggest 0.01-2% potassium nitrate yields unexpected resuhs. Examiner is 
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in agreement with Applicant's results."). The April 5, 2005 Office Action nevertheless 
maintained the rejection, apparently arguing that the comparative data only pertains to dental 
bleaching compositions that contain either 10.5% or 15% carbamide peroxide, not other 
concentrations of peroxide within the claimed range of about 0.5-50%. Id. The August 23, 2005 
Office Action maintained the previous rejection, but further relies on Examples 7 and 14 of the 
specification of Jensen '625. 

2. Claims 41, 42 and 44-87 stand rejected under the judicially created doctrine of 
obviousness-type double patenting as being obvious over claims 1-23 of U.S. Patent No. 
6,306,370 to Jensen et al. ("Jensen '370"). Office Action dated August 23, 2005; Office Action 
dated April 5, 2005, pp. 4-5. Because insufficient details of this rejection are contained in the 
August 23, 2005 Office Action, reference is made to the April 5, 2005 Office Action to better 
understand the grounds for the obviousness-type double patent rejection vis-a-vis Jensen '370. 
The April 5, 2005 Office Action reviewed the similarity of the components recited in the claims 
of the present application and the disclosure of Jensen '370 and alleged that the range of 
potassium nitrate disclosed in Jensen '370 (z.e, about 0.1-50%) encompasses the narrow ranges 
recited in the claims of the present application (/.e, about 0.01-2%, about 0.1-1%, and about 

0. 5%). Id, at p. 5. The April 5, 2005 Office Action acknowledged that comparative data 
presented by Appellants demonstrates unexpected results when including potassium nitrate in a 
range of about 0.01-2%. Id, (comparative data "suggest 0.01-2% potassiimi nitrate yields 
unexpected results. Examiner is in agreement with Applicant's results."). The April 5, 2005 
Office Action nevertheless maintained the rejection, apparently arguing that the comparative data 
only pertains to dental bleaching compositions that contain either 10.5% or 15% carbamide 
peroxide, not other concentrations of peroxide within the claimed range of about 0.5-50%. Id, 
The August 23, 2005 Office Action maintained the previous rejection, but fiirther refers to 
Examples 7 and 14 of the specification of Jensen '370. 

ARGUMENT 

1. INCORPORATION OF PREVIOUS ARGUMENTS 

Appellants incorporate by reference the arguments showing the claims of the present 
application are not obvious over the claims of Jensen '625 and Jensen '370 set forth in 
Amendment "I" and Response filed June 13, 2005 (pp. 12-17) and Amendment "H" and 
Response filed December 14, 2004 (p. 19), 
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IL COMPARATIVE DATA SUBMITTED BY APPLICANTS DEMONSTRATES 
THAT INCLUDING POTASSIUM NITRATE WITHIN THE CLAIMED RANGES 
PROVIDES UNEXPECTED RESULTS. WHICH REBUTS THE ALLEGATION 
THAT THE CLAIMED DENTAL COMPOSITIONS ARE PRIMA FACIE 
OBVIOUS OVER THE CLAIMS OF JENSEN ^625 AND JENSEN ?370 

A. Comparative Data Set Forth in the Application and the Declaration of Dan 
E. Fischer, D>D,S. Filed June 24. 2001 Demonstrate Unexpected Results With 
Respect to Dental Bleaching Compositions that Contain Potassium Nitrate 
Within the Claimed Ranges. Namely Superior Desensitizing Capabilities 

Potassium nitrate is a well-known tooth desensitizing agent that is effective in relieving 
pain associated with sensitive teeth. Fischer Declaration, f 7 (Evidence Appendix). Potassium 
nitrate has been used within desensitizing gels and dentrifices (/.e., toothpaste) to relieve pain 
associated with sensitive teeth. Id. at T| 8; Application, p. 10, 11. 14-18. The standard 
concentration of potassium nitrate within desensitizing compositions is about 3-5% by weight. 
Fischer Declaration, T| 9. Desensitizing toothpaste compositions can include up to 10% by 
weight potassium nitrate. Application, p. 10, 11. 15-17. Since conventional dental desensitizing 
compositions typically include at least 3% potassium nitrate, there is no reason to doubt that such 
concentrations are effective in relieving pain associated with sensitive teeth, hideed, when used 
alone, in the absence of a peroxide dental bleaching agent, 3% or more potassium nitrate is 
known to be effective in treating tooth sensitivity. See id at p. 10, 11. 14-22; Fischer Declaration, 
11^7-9,11. 

Because potassium nitrate is known to desensitize teeth, it stands to reason that including 
more potassium nitrate should provide greater relief to those who suffer from sensitive teeth, 
while including less should provide a lesser amount of such relief^ Moreover, because 
potassium nitrate is known to be effective in treating sensitize teeth at concentrations of 3% and 
above, one of skill in the art would not expect potassium nitrate, when included in a standard 
amount of 3% to cause greater tooth and oral sensitivity than not including any, or even a lesser 
quantity of, potassium nitrate. Yet that is exactly what was surprisingly and unexpectedly found 
when using potassium nitrate in combination with a peroxide dental bleaching agent. Fischer 



^ It is well-known, however, that many substances have diminishing returns. Therefore, one of skill in the 
art might assume there is an amount of potassium nitrate that provides maximum tooth desensitization and that 
including more potassium nitrate beyond that amount will not provide any significant increase in the desensitization 
effect. 
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Declaration, ^^j 14-17. In the case of dental bleaching compositions that contain a peroxide tooth 
bleaching agent and potassium nitrate as a tooth desensitizing agent, comparative testing has 
shown that the optimal quantity of potassium nitrate is only about 0.5% by weight of the 
composition. Application, p. 26, 1. 12 - p. 29, 1. 8; Fischer Declaration, TfT| 11-17. Dental 
bleaching compositions that include 0.5% potassium nitrate have been shown by comparative 
testing to provide superior tooth desensitization than bleaching compositions that include 3% 
potassium nitrate. Fischer Declaration, 17. 

This is entirely counterintuitive in view of the known fact that potassium nitrate is known 
to be an effective tooth desensitizing agent when included in amounts of 3% or greater in 
compositions that do not include a peroxide bleaching agent. See id. at Tf^ 16-17. Because 
potassium nitrate is a known desensitizing agent, one of skill in the art would have expected 3% 
potassium nitrate to be more effective in treating tooth sensitivity than only 0.5%, an amount that 
is only 1/6 as much as 3%. The fact that including less potassium nitrate was found to be more 
effective in treating tooth sensitivity than including more potassium nitrate is a surprising and 
unexpected result. 

Even more unexpected and surprising was the finding in the comparative study that 
including 3% potassium nitrate within a dental bleaching composition was, in some cases, worse 
than including no potassium nitrate at all. Including 3% potassium nitrate within a dental 
bleaching composition containing a peroxide bleaching agent actually caused increased tooth 
sensitivity, on average, to hot or cold, as well as greater tongue sensitivity, compared to a 
bleaching composition containing no potassium nitrate. Fischer 13-14. Thus, when included 
within a dental bleaching composition in an amount of 3% together with a dental bleaching 
agent, potassium nitrate ceases to act as a tooth desensitizing agent for at least some people 
suffering from tooth and other oral sensitivities caused by the peroxide dental bleaching agent. 
Id. at 15. That is also surprising, imexpected and entirely counterintuitive given the fact that 
potassium nitrate is known to be effective in treating tooth sensitivity when included in amounts 
of 3% or greater in compositions that do no include a dental bleaching agent. Id. at 7-8, 16. 
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B. The Claims as Presented for Appeal are Narrowly Tailored With Respect to 
Both the Amount of Dental Bleaching Agent and Potassium Nitrate Based on 
the Results of the Comparative Study 

Each of the claims on appeal is limited to potassium nitrate within very narrov^ly tailored 
concentration ranges that were determined and extrapolated from the results of the comparative 
study. The narrowly tailored ranges for potassium nitrate are designed to at least partially 
remedy or offset tooth sensitivity that may be caused by the peroxide bleaching agent included in 
a tooth bleaching amoimt. As discussed more fully below, the Examiner agreed in the April 5, 
2005 Office Action that even the broadest claimed range of about 0.01-2% potassium nitrate 
shows "unexpected results" based on the comparative study. April 5, 2005 Office Action, pp. 4- 
5 (comparative data "suggest 0.01-2% potassium nitrate yields unexpected results. Examiner is 
in agreement with Applicant's results."). 

The claims are also limited to an amount of dental bleaching agent that has "a tooth 
bleaching effect when contacted with a person's teeth". It stands to reason that including an 
amount of dental bleaching agent that has a tooth bleaching effect is more likely to cause tooth 
sensitivity than including an amount that has no tooth bleaching effect. Of course, not all 
persons experience tooth sensitivity. 

The comparative study fiirther showed that varying the amount of tooth bleaching agent 
had virtually no effect on the amount of tooth and other oral sensitivity experienced by the 
individuals in the study. See AppHcation, p. 27, 1. 11 - p. 29, 1. 8; Fischer Declaration, ^^f 12-14. 
For those compositions that contained 3% potassium nitrate, increasing the concentration' of 
dental bleaching agent from 10% to 15% (an increase of 50%, or 5 frill percentage points) had 
Httle, if any, effect on the incidence of sensitivity. See Application, p. 27, 1. 11 - p. 29, 1. 8; 
Fischer Declaration, 12-14 (the results for compositions B-D do not vary much, if at all). In 
contrast, varying the amount of potassium nitrate had an enormous effect on the incidence of 
sensitivity, as shown by comparing the results for compositions A and E with those for 
compositions B-D. See Application, p. 27, 1. 11 - p. 29, 1. 8; Fischer Declaration, W 12-14. 
Because altering the concentration of potassium nitrate was shovra by the comparative study to 
dramatically alter the incidence of sensitivity, while variations in the concentration of the dental 
bleaching agent had little or no effect on sensitivity, it is clear that the concentration of 
potassium nitrate, not the dental bleaching agent, is the result-effective variable identified by the 
comparative study. These results are consistent with the specification, which identifies 
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potassium nitrate, not the dental bleaching agent, as the result-effective variable. See 
Application, p. 8, 11. 7-8; p. 9, 1. 24 -p. 10, 1. 7; p. 12, 11. 7-11. 

Because the concentration of potassium nitrate, not the concentration of the dental 
bleaching agent, is the result-effective variable that was found to correlate with the incidence of 
tooth sensitivity, it is far more important for the claims to recite a concentration range for the 
potassium nitrate that is narrowly tailored than the concentration of the dental bleaching agent. 
Nevertheless, the fact that the amount of the dental bleaching agent recited in the claims is the 
"preferred" concentration disclosed in the AppHcation (p. 18, 1. 24 - p. 19, 1. 1), and is further 
limited by the qualifying phrase "so as to have a tooth bleaching effect when contacted with a 
person's teeth", the amoimt of dental bleaching agent recited in the claims is sufficiently narrow 
and is symmetrical with the amount of potassium nitrate, which is also the "preferred" range (p. 
13, 1. 8). Thus, the statements in the April 5, 2005 Office Action implying that the amount of 
dental bleaching agent recited in the claims is too broad, notwithstanding the admission by the 
examiner that the claimed potassium nitrate range shows "unexpected results", is erroneous in 
light of the results of the comparative study and the specification, both of which identify the 
concentration of potassiimi nitrate as the result-effective variable. 

Li short, the claims presented for appeal are sufficiently narrowly tailored with respect to 
both the concentration of potassium nitrate and the dental bleaching agent based on their relative 
effects on changing the incidence of tooth sensitivity according to the comparative study. 

C. Neither the Claims of Jensen '625 nor the Claims of Jensen '370 Teach or 
Suggest Dental Bleaching Compositions that Include Potassium Nitrate 
Within the Narrowly Tailored Ranges Recited in the Claims Presented for 
Appeal 

It is the claims, not the specification, of a commonly owned patent to which subsequent 
claims must be compared when determining whether there is obviousness-type double patenting. 
The specification is mainly used to construe the meaning of ambiguous or vmclear terms found in 
the claims. The specification must be considered for all that it teaches, including those portions 
that lead away from claims of the application at issue. W. L. Gore & Associates, Inc. v. GarlocK 
Inc., 721 F.2d 1540, 220 USPQ 303 (Fed. Cir. 1983). An Examiner may not pick and choose 
only those teachings that support the rejection while ignoring other sections that lead away from 
the claims at issue. 
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When considering whether the invention defined in a claim of an application is an 
obvious variation of the invention defined in the claim of a patent, the disclosure of the 
patent mav not be used as prior art . This does not mean that one is precluded from all use 
of the patent disclosure. 

The specification can always be used as a dictionary to leam the meaning of a 
term in the patent claim. In re Boylan, 392 F.2d 1017, 157 USPQ 370 (CCPA 1968). 
Further, those portions of the specification which provide support for the patent claims 
may also be examined and considered when addressing the issue of whether a claim in 
the application defines an obvious variation of an invention claimed in the patent. In re 
Vogel All F.2d 438, 441-42, 164 USPQ 619, 622 (CCPA 1970). The court in Vogel 
recognized "that it is most difficult, if not meaningless, to try to say what is or is not an 
obvious variation of a claim," but that one can judge whether or not the invention claimed 
in an application is an obvious variation of an embodiment disclosed in the patent which 
provides support for the patent claim. According to the court, one must first "determine 
how much of the patent disclosure pertains to the invention claimed in the patent" 
because only "[tlhis portion of the specification supports the patent claims and mav be 
considered ." The court pointed out that "this use of the disclosure is not in contravention 
of the cases forbidding its use as prior art, nor is it applying the patent as a reference 
under 35 U.S.C. 103, since only the disclosure of the invention claimed in the patent mav 
be examined ." 

MPEP § 804 (emphasis added). In view of MPEP § 804, it is clear that the specifications of the 
Jensen '625 and '370 patents may be "examined and considered" but only those portions of the 
disclosure that support what is "claimed" in the patent. 

Appellants acknowledge that the broad ranges for potassium nitrate recited in the claims 
of Jensen '625 and Jensen '370 may, in some cases, overlap at least a portion of the narrow 
ranges recited in the claims on appeal. That has never been disputed. It is for that reason that 
Appellants presented comparative data showing that including a relatively small amount of 
potassium nitrate in combination with a dental bleaching agent used to bleach teeth surprisingly 
and unexpectedly resulted in a superior desensitization effect compared to using a greater 
amount of potassium nitrate within the ranges recited in the claims of Jensen '625 and Jensen 
'370. The broad concentration ranges for potassium nitrate recited in the claims of Jensen '625 
and Jensen '370 do not teach or suggest to one of skill in the art the desirability of including a 
relatively small quantity of potassium nitrate within the narrowly tailored ranges recited in the 
claims on appeal. The comparative study, because it demonstrates surprising and unexpected 
results for the narrow claimed, ranges, is sufficient to rebut the allegation that the claims are 
prima facie obvious over the claims of Jensen '625 and Jensen '370. 

According to MPEP § 804: 
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A double patenting rejection of the obviousness-type is "analogous to [a failure to 
meet] the nonobviousness requirement of 35 U.S.C. §103" except that the patent 
principally underlying the double patenting rejection is not considered prior art. 
In Re Braithwaite F.2d 594, 154 USPQ 29 (CCPA 1967). Therefore, any analysis 
employed in an obviousness-type double patenting rejection parallels the 
guidelines for analysis of a 35 U.S.C. § 103 obviousness determination. In Re 
Braat, 937 F.2d 589, 19 USPQ2d 1289 (Fed. Cir. 1999); In Re Longi, 759 F.2d 
887, 225 USPQ 645 (Fed. Cir. 1985). 



MPEP § 804 goes on to state that the factual inquiry set forth in Graham v. John Deere 
Co., 383 U.S. 1, 148 USPQ 459 (1966) that is applied for determining obviousness under 35 
U.S.C. § 103 is employed when making an obviousness-type double patenting analysis. One of 
the factors includes "evaluat[ing] any objective indicia of nonobviousness". The comparative 
study is objective evidence that the claims are unobvious over the claims of Jensen '625 and 
Jensen '370, and must be considered according to MPEP § 804. 

The comparative study is valid for even the broadest range of about 0.01-2% potassium 
nitrate (which was admitted by the Examiner in the April 5, 2005 Office Action). Both the 
MPEP and case law provide the following rule: 

[T]he unobviousness of a broader claimed range, can in certain instances, be 
proven by a narrower range of data. Often, one having ordinary skill in the art 
may be able to ascertain a trend in the exemplified data which would allow him to 
reasonably extend the probative value thereof .... 

In re Kollman, 595 F.2d 48, 56 (CCPA 1979). The MPEP recognizes this reading of 
Kollman: 

The nonobviousness of a broader claimed range can be supported by evidence 
based on unexpected results from testing a narrower range if one of ordinary skill 
in the art would be able to determine a trend in the exemplified data which would 
allow the artisan to reasonably extend the probative value thereof 

MPEP § 7 1 6.02(d) (citing Kollmany 

Here, there are essentially three data points (0%, 0.5%, 3%), one of which is within the 
claimed ranges (about 0.01 %-2%, about 0.05%- 1%, and about 0.5%) and two of which are 
outside. However, one of ordinary skill in the art can definitely "ascertain a trend in the 
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exemplified data which would allow him to reasonably extend the probative value thereof." 
Kollman, 595 F.2d at 56. The chart below shows the trend: 




0 12 3 4 

Percent KN03 



There are several "trends" that can be discerned firom this data. First, sensitivity 
increases from 0.5% potassium nitrate to 3% potassium nitrate. Second, sensitivity at 0% 
potassium nitrate is lower than sensitivity at 3% potassium nitrate. Both of these are 
"unexpected results." Third, sensitivity decreases from 0% potassium nitrate to 0.5% potassium 
nitrate. This is not an "unexpected result." 

. The "probative value" of the data can be "reasonably extend[ed]" to observe that 
including 2% potassium nitrate within a dental bleaching composition would be reasonably 
expected to provide about the same level of sensitivity, as no potassium nitrate at all. Therefore, 
the data also reasonably implies that some range of potassium nitrate more than 0% and less than 
about 2% will decrease sensitivity compared to including either no potassium nitrate or 3% 
potassium nitrate. That is an unexpected result because it would be expected that 3% potassium 
nitrate should decrease sensitivity compared to values between 0% and 2% {i.e., including more 
desensitizing agent should desensitize more, not less, than including about 0.01% to about 2% of 
the same component). In fact, the comparative study and trends reasonably deduced from the 
study show the coxmterintuitive result that including 3% potassium nitrate was worse in 
desensitizing teeth than including less or even no potassium nitrate. That is clearly unexpected. 
The foregoing analysis demonstrates that, at the very least, the data and "reasonable 
exten[sions]" thereof show unexpected results for the entirety of the claimed ranges. 
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In contrast to the narrow ranges recited in the claims on appeal, the claims of Jensen '625 
and Jensen '370 recite very broad ranges that in no way point to the narrow ranges recited in the 
subject claims. The Federal Circuit has held that where the prior art (in this case, the ranges 
recited in the claims of Jensen '625 and Jensen '370 and the totality of teachings in the 
disclosure) gives no indication of which parameters are critical and no direction as to which of 
many possible choices is likely to be successful, the fact that the claimed invention falls within 
the scope of possible combinations taught (or claimed) in a cited reference does not render the 
claim unpatentably obvious. In re OTarrell 853 F.2d 894, 2 USPQ 2d 1624 (Fed. Cir. 1988). 
Thus, unless the claims of Jensen '625 and Jensen '370 in some way point to the critical nature 
of narrow ranges recited in the claims on appeal, particularly in light of the unexpected results 
that are obtained when including an amoimt of potassium nitrate within the claimed ranges in 
combination with a dental bleaching agent, the claims on appeal are unobvious over the claims of 
Jensen '625 and Jensen '370 as a matter of law following the rule articulated by the Federal 
Circuit in In re O TarrelL 

Only claims 2, 3 and 15 of Jensen '625 recite any concentration range for potassium 
nitrate. Claims 2 and 15 each recite a concentration range for potassium nitrate of "about 0.1% 
to about 50%". This range is so broad that about 96% of the possible concentration values lie 
outside the scope of the broadest range in the appealed claims (about 0.01-2%) (/.e., values 
greater than about 2% up to about 50% constitute about 96% of the range). About 98% of the 
possible concentration values of the raiige of about 0.1-50% lie outside of the intermediate range 
of about 0.05-1% (i.e., values greater than about 1% up to about 50% constitute about 98% of the 
range). About 99% of the possible concentration values of the range of about 0.1-50% lie 
outside of the smallest range of about 0.5% {i.e., values greater than about 0.5% up to about 50% 
constitute about 99% of the range). Because 96%, 98% and 99% of the possible concentration 
values of the range of about 0.1-50% lie entirely outside the broad, intermediate, and narrow 
ranges recited in the claims on appeal, respectively, the range of about 0.1-50% in no way points 
to or suggests the criticality of including an amount of potassium nitrate within the narrowly 
tailored ranges on appeal {i.e., about 0.01-2%, about 0.05-1%, or about 0.5%). On the other 
hand, claim 3 recites a range of "about 3% to about 10% by weight" potassium nitrate, which is 
entirely outside the three ranges presented for appeal. Claim 3 likewise fails to indicate the 
criticality of the claimed ranges on appeal. 
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Only claims 1,2, 14 and 16 of Jensen '370 recite a concentration range for potassium 
nitrate. Claim 1 recites "at least about 0.1% by weight" potassium nitrate but no upper limit. 
The analysis given above with respect to the range of about 0.1-50% recited in Jensen '625 
appHes to claim 1 of Jensen '370, except that claim 1 of Jensen '370 is even broader and less 
suggestive of the claimed ranges on appeal. Claim 2 of Jensen '370 recites a range of "about 
1% to about 7%o" potassium nitrate. A large majority of the values within this range (about 71%) 
fall outside the broadest claimed range of about 0.01-2% on appeal. Moreover, about half of the 
range of about 0.01-2% is itself outside of, and therefore excluded, by the range of about 1-7%, 
including the most preferred amoxmt of 0.5%> potassium nitrate. The intermediate range of about 
0.05-1% is ahnost entirely outside the range of claim 2, and the narrow range of about 0.5% is 
entirely outside this range. Finally, about 80%t, 90% and 95% of the values within the range of 
about 0.1-10% recited in claims 14 and 16 are outside the ranges of about 0.01-2%, 0.05-l%>, and 
about 0.5% in the claims presented for appeal. 

In view of the foregoing, none of the claims of Jensen '625 or Jensen '370 point to or 
give any hint as to the criticality of including potassium nitrate in an amount within the narrowly 
tailored ranges within the claims on appeal, as required by the Federal Circuit in In re O TarrelL 
For this reason, Appellants submit that the claims on appeal are unobvious over the claims of 
both Jensen '625 and Jensen '370. 

While the specifications of Jensen '625 and Jensen '370 may be consulted with regard to 
the claimed ranges discussed above, they do not provide any more direction than the claims 
themselves relative to the narrowly tailored ranges within the claims on appeal. Both Jensen 
'625 and Jensen '370 teach that potassixmi nitrate is "preferably" included in a range of about 
0.1-50% by weight, "more preferably" in a range of about 1-25%, and "most preferably" in a 
range of about 3-10% by weight. Jensen '625, col. 6, 11. 43-49; Jensen '370, col. 6, 11. 53-59. 
The fact that the "most preferred" concentration range for potassium nitrate taught in Jensen '625 
and Jensen '370 (/.e., about 3-10%) is entirely outside the narrowly tailored ranges in the claims 
presented for appeal teaches away firom the claimed ranges on appeal. Moreover, the minimum 
amount of potassium nitrate v^thin the "most preferred" range of about 3-10% was shown by 
comparative testing to cause increased sensitivity in some people. Presented with the clear 
teachings in Jensen '625 and Jensen '370 regarding what amount of potassium nitrate is "most 
preferred", one of skill in the art would not have selected an amount of potassium nitrate in a 
range of about 0.01-2%, let alone about 0.05-1%, and especially not about 0.5%, as recited in the 
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claims on appeal. One would expect the best desensitizing to occur by including about 3-10% 
potassium nitrate according to the clear teachings of Jensen '625 and Jensen '370, not by 
including an amount of potassium nitrate within ranges of about 0.01-2%, about 0.05-1%, or 
about 0.5%. This is consistent with the view that the claims of the Jensen '625 and Jensen '370 
neither teach nor suggest the narrowly tailored concentration ranges within the claims for 
potassium nitrate on appeal. 

D. The Examples of Jensen '625 and Jensen '370 are Consistent With the Broad 
Concentration Ranges for Potassium Nitrate in both the Claims and 
Disclosures of Jensen '625 and Jensen '370 

The latest Office Action attempts to circumvent the clear teachings in Jensen '625 and 
Jensen '370 that support the view that the claims of Jensen '625 and Jensen '370 lead away from 
the ranges for potassium nitrate on appeal by referring to Examples 7 and 14 of Jensen '625 and 
Jensen '370. First of all, Examples 7 and 14 do not claim to include a "preferred" amount of 
potassium nitrate. Second, they are merely prophetic examples. Jensen '625, col. 16, 11. 41-60; 
col. 18, 1. 52 - col. 19, 1. 3; Jensen '370, col. 16, 11. 43-62; col. 18, 1. 52 - col. 19, 1. 3. All the 
working examples that were actually made contained at least 3% potassium nitrate. Jensen '625, 
col. 14, 1. 16 - col. 15, 1. 13; Jensen '370, col. 14, 1. 26 - col. 15, 1. 18. Third, the amount of 
potassium nitrate contained in the composition of Example 14 {i.e., 2.5%) is entirely outside all 
the ranges recited in the claims on appeal (i.e., about 0.01-2%, about 0.05-1% and about 0.5%). 
Jensen '625, col. 18, 1. 62; Jensen '370, col. 18, 1. 62. Example 14 therefore leads away from 
each of the narrowly tailored ranges recited in the appealed claims. Finally, Example 7 is 
incomprehensible, and the composition disclosed therein impossible to reproduce, because the 
amounts of all the recited components add up to 120%, not 100% as in all the other examples. 
Jensen '625, col. 14, 11. 49-56; Jensen '370, col. 14, 11. 51-58. 

Example 7 must be understood for all that it teaches, including the confusion that one of 
skill in the art would have in trying to manufacture a composition in which all the ingredients 
added up to more than 100% (z.e., 120%), when determining what relevance it has, if any, as to 
whether the claims of Jensen '625 and Jensen '370 render the narrowly tailored ranges on appeal 
legally obvious. To say that one of skill in the art should ignore the unresolvable confusion 
imparted by disclosing ingredients that add up to 120%, but focus only on the amount of 
potassium nitrate in Example 7 (/.e., 1.0%), would be clearly based on impermissible hindsight. 
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Nothing else in the Jensen '625 and '370 patents points to the desirability of including 1.0%, 
rather than 3% or more, potassium nitrate. In any event, nothing in Example 7 limits the broad 
scope of the claims of Jensen '625 and Jensen '370. As discussed above, the overwhelming 
majority of values within the ranges for potassium nitrate recited in the claims of Jensen '625 
and Jensen '370 fall outside the narrowly tailored ranges of the claims on appeal. Jensen '625 
and Jensen '370 clearly teach that the "most preferred" amount of potassium nitrate is in a range 
of about 3-10%. Thus, the amount of potassixun nitrate in Example 7, even if it had any meaning 
in light of the fact that the components inexplicably add up to 120%, would likely have been 
viewed as an aberration by one of skill in the art in light of the totality of teachings contained in 
Jensen '625 and Jensen '370. The fact that Example 7 is "prophetic" would lead one of skill in 
the art to conclude that it was included merely to show an example at the lower end of the 
claimed ranges. Example 7 would not have been understood as somehow pointing to an amount 
of potassium nitrate {Le. 0.5%) that has now been shown, by comparative testing, to surprisingly 
and imexpectedly provide superior desensitization compared to including 3% potassium nitrate, 
which is the lower end of the "most preferred" range in Jensen '625 and Jensen '370. 

In view of the foregoing, Appellants maintain that the claims of Jensen '625 and Jensen 
'370, particularly in light of the totality of teachings contained in their respective specifications, 
do not point to or suggest the critical nature of including an amount of potassium nitrate within 
the ranges recited in the claims on appeal. 

E. The Examiner Has Agreed That the Comparative Data Demonstrates 
Unexpected Results for Dental Bleaching Compositions that Contain 
Potassium Nitrate Within the Claimed Ranges 

The Examiner clearly stated in several Office Actions that he agrees that comparative 
data presented by Appellants shows "unexpected results" for even the broadest claimed range for 
potassium nitrate. The most recent pronouncement of this important admission is contained in 
the most recent Office Action (April 5, 2005) that actually articulates grounds for rejecting the 
claims on appeal under the judicially created doctrine of obviousness-type double patenting 
relative to the claims of Jensen '625 and Jensen '370. The latest Office Action states 
insufficient grounds for maintaining the obviousness-type double patenting rejections but 
impUcitly relies on the grounds recited in the April 5, 2005 Office. Moreover, the latest Office 
Action does not rescind the previous view by the Examiner that the comparative data shows 
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"unexpected results", but merely relies (albeit erroneously, as discussed above) on Examples 7 
and 14 in maintaining the rejection. 

As stated in the April 5, 2005 Office Action: 

Applicants point out in a declaration and a working example that 10.5% and 15% 
carbamide [peroxide] plus 0.5% potassium nitrate yields unexpected data. Applicant also 
refers Examiner to non- working examples 3-10 in instant specification, which suggest 
0.01-2% potassium nitrate yields unexpected results. Examiner is in agreement with 
A pplicant's results. However, Examiner argues that Applicant does not provide ample 
results supporting a peroxide amount ranging from 0.5-50%. 

April 5, 2005 Office Action, pp. 4-5 (emphasis added). Thus, the Examiner admitted that the 
narrowly tailored ranges for potassium nitrate do, in fact, "yield[] unexpected results". The 
Examiner only maintained the rejection on the grounds that the comparative study does not 
support the range of peroxide bleaching agent within the claims. However, as discussed above, it 
is the amount of potassium nitrate, not the amoimt of dental bleaching agent, that is the result- 
effective variable, as shown by the comparative study (i.e., varying the amount of dental 
bleaching agent by 50%, or 5 percentage points, had virtually no effect on tooth sensitivity, while 
varying the amount of potassium nitrate had an enormous effect). Thus, the groimds articulated 
for maintaining the rejection in the last two office actions are legally insufficient to maintain the 
rejection on appeal. 

In short. Appellants maintain that the August 23, 2005 Office Action, even if combined 
with the April 5, 2005 Office Action, fails to articulate sufficient grounds for maintaining the 
obviousness-type double patenting rejection relative to the claims of Jensen '625 and Jensen 
'370. Neither provides any evidence or reasoning rebutting the objective evidence of unexpected 
results. Both rely on extraneous factors that have nothing to do with whether the narrowly 
tailored ranges recited in the claims on appeal (z.e., about 0.01-2%, about 0.05-1%, and about 
0.5%) are obvious over the broad ranges for potassium nitrate recited in the claims of Jensen 
'625 and Jensen '370. 
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PRAYER FOR RELIEF 

In view of the foregoing, Appellants respectfully request the Board to vacate the final 
rejection and order the Examiner to allow each of the claims on appeal. 



Begins after the signature page. 

EVIDENCE APPENDIX 

The Declaration of Dan E. Fischer, DDS under 37 C.F.R. §§ 1.132, previously filed and 
made of record together with Preliminary Amendment "A" on June 25, 2001, is attached hereto, 
after the Claims Appendix. 



CLAIMS APPENDIX 



RELATED PROCEEDINGS APPENDIX 



None 



Dated this ll_ day of May 2006. 




Respectfiilly submitted. 
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